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1 )^| Responsive to communication(s) filed on 1 8 July 2008 . 
2a )£3 This action is FINAL. 2b)^ This action is non-final. 
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4) ^3 Claim(s) 106-108 is/are pending in the application. 
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5) D Claim(s) is/are allowed. 

6) |EI Claim(s) 106-108 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 
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DETAILED ACTION 
Status of Claims 

1 . This action is in reply to the Amendment/Response filed on 1 8 July 2008. 

2. Claims 106-124 were added. 

3. Claims 77-80, 94-105 were canceled. 

4. Claims 106-108 are currently pending and have been examined. 

5. Claims 109-124 have been withdrawn from further consideration. 

Specification 

6. The Examiner notes claims 109-124 now require an algorithm encoded on the substrate which is 
different from the previously presented encryption/decryption algorithm. As best understood a 
code or sequence number is included in the magnetic strip (not the algorithm, please refer to 
paragraph [0090] of the published application) as shown in Applicants Figure 4C, element 424, 
(Encoding code 354C). Moreover, it appears that this sequence code is used to find/map the 
related consumer information in the bankcard data base which is separate from the database 
which contains the alias names/PINs using an algorithm within the alias database. The code now 
claimed is therefore different that the previously claimed encryption code. 

Election/Restrictions 

7. Newly submitted claims 106-124 are directed to an invention that is independent or distinct from 
the invention originally claimed for the following reasons: 

a. Group I: Claims 106-108 drawn to a method of protecting bankcard data and 
securely selecting any one of a plurality of bankcards of a customer at a 
merchant point of sale, classified in class 705, subclass 18; 

b. Group II: Claim 109-113, drawn to a payment card system that protects private 
data of a customer in a customer to merchant payment, that includes an 
algorithm encoded on its substrate, classified in class 235, subclass 380; 

c. Group III: Claims 1 14-117, drawn to method of conducting a payment transaction 
that protects privacy of customer identity and bankcard data (with algorithm), 
classified in class 705, subclass 18; 

d. Group IV: Claims 114, 118-122, drawn to method of conducting a payment 
transaction that protects privacy of customer identity and bankcard data 
(wirelessly and with algorithm), classified in class 705, subclass 18; 
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e. Group V: Claims 123-124, drawn to a payment security system that provides 
identity security in use of bankcards (with algorithm and plurality of bankcard 
data), classified in class 705, subclass 18. 

8. The inventions are distinct, each from the other because Inventions I, lll-V are related as 
subcombinations disclosed as usable together in a single combination. The subcombinations are 
distinct from each other if they are shown to be separately usable. Group I is directed to a POS 
transaction. Group III is directed to a POS transaction that includes the claimed algorithm. 
Group IV is directed to a POS transaction that includes the claimed algorithm and is wireless. 
Group V is directed to a POS transaction with the claimed algorithm and a customer having a 
plurality of bankcards. In the instant case, each invention has separate utility (See MPEP 
806.05d). 

9. Please also note that Groups ll-V now require an algorithm encoded on the substrate which is 
different from the previously presented encryption/decryption algorithm. As best understood a 
code or sequence number is included in the magnetic strip as shown in Applicants Figure 4C, 
element 424, (Encoding code 354C). Moreover, it appears that this sequence code is used to 
find/map to the related consumer information in the bankcard data base which is separate from 
the database which contains the alias names/PINs. The code now claimed is therefore different 
that the previously claimed encryption code. 

10. Since applicant has received an action on the merits for the originally presented invention, this 
invention has been constructively elected by original presentation for prosecution on the merits. 
Accordingly, claims 67 and 86-93 are withdrawn from consideration as being directed to a non- 
elected invention. See 37 CFR 1.142(b) and MPEP § 821.03. 

Claim Rejections - 35 USC §112 

1 1 . The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of making and using 
it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it pertains, or with which it 
is most nearly connected, to make and use the same and shall set forth the best mode contemplated by the inventor of 
carrying out his invention. 
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12. Claims 106-107 are rejected under 35 U.S.C. 112, first paragraph, as failing to comply with the 
written description requirement. The claim(s) contains subject matter which was not described in 
the specification in such a way as to reasonably convey to one skilled in the relevant art that the 
inventor(s), at the time the application was filed, had possession of the claimed invention. The 
claims recite "merchant gateway", the specification does not find antecedent basis for this 
recitation. The specification states that the gateway is a computer system that routs the data for 
payment authorization to the bank card authorization network. Appropriate correction is required. 



Claim Rejections - 35 USC §103 

13. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all obviousness 
rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in section 102 
of this title, if the differences between the subject matter sought to be patented and the prior art are such that the subject 
matter as a whole would have been obvious at the time the invention was made to a person having ordinary skill in the art 
to which said subject matter pertains. Patentability shall not be negatived by the manner in which the invention was 
made. 



14. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 USPQ 459 (1966), 
that are applied for establishing a background for determining obviousness under 35 
U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating obviousness or nonobviousness. 

15. Claims 106-108 are rejected under 35 U.S.C. 103(a) as being unpatentable over Rose et al. (US 

5770843) in view of Campisano (US 6227447), further in view of Duyck (US 5557087) 

Examiner's Note: The Examiner has pointed out particular references contained 
in the prior art of record within the body of this action for the convenience of the 
Applicant. Although the specified citations are representative of the teachings in 
the art and are applied to the specific limitations within the individual claim, other 
passages and figures may apply. Applicant, in preparing the response, should 
consider fully the entire reference as potentially teaching all or part of the claimed 
invention, as well as the context of the passage as taught by the prior art or 
disclosed by the Examiner. 

Claim 106 - 

As per claim 106, Rose disclose a method of protecting bankcard data and securely selecting any one of 
a plurality of bankcards of a customer at a merchant point of sale interface for a payment transaction to a 
merchant having the limitations of: 
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• selecting a debit card transaction requiring entry of a PIN in a merchant point of sale (POS) 
interface, entering of (i) a customer identifier, without customer identity data, having a payment 
card that encodes the customer identifier and (ii) a bankcard specific personal identification 
number (CPIN) in the merchant point of sale (POS) interface; (see at least col. 2, II. 1-3, 14-22, 
24-27; col. 3, II. 46-55, col. 4, II. 16-40, of Rose) 

• interfacing by the merchant gateway with a payment card system, and sending by the merchant 
gateway to the payment card system the customer identifier and the CPIN; (see at least col. 2, II. 
1-3, 14-22, 24-27; col. 3, II. 46-55, col. 4, II. 16-40, of Rose) 

• having stored customer bankcard data in the payment card system, wherein each bankcard is 
identified with a separate CPIN, identifying a particular bankcard data of the customer and 
verifying the customer by the bankcard specific CPIN in the payment card system; (see at least 
col. 3, I. 26 through col. 4, I. 61 of Rose) 

Rose et al. do not explicitly disclose: 

• sending the customer identifier and the CPIN, by the POS, to a merchant gateway, along with the 
payment transaction data that includes a merchant identifier and payment amount; 

• returning to the merchant gateway the bankcard data corresponding to the customer identifier 
and the CPIN from the payment card system. 

Campisano teach sending the customer identifier and the CPIN, by the POS, to a merchant gateway, 
along with the payment transaction data; returning to the merchant gateway the bankcard data 
corresponding to the customer identifier and the CPIN from the payment card system (see at least col. 2, 
I. 66 through col. 3, I. 10). It would have been obvious to one of ordinary skill in the art at the time of the 
invention to expand the method of Rose to include a verification process and subsequent charging of the 
credit card as taught by Campisano. One of ordinary skill in the art at the time of the invention would 
have been motivated to expand the method of Rose in this way since the verification process is similar to 
that used to verify original credit card numbers and expiration dates and once the number has been 
verified, the merchant processes the transaction and the credit card is charged, completing the 
transaction (see at least col. 2, I. 66 through col. 3, I. 10 of Campisano). 
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Duyck teach the payment transaction data that includes a merchant identifier and payment amount (see 
at least Figs. 2-3 and col. 3, II. 33-52). It would have been obvious to one of ordinary skill in the art at the 
time of the invention to expand the method of Rose in view of Campisano to include transaction amount 
and unique merchant code as taught by Duyck. One of ordinary skill in the art at the time of the invention 
would have been motivated to expand the method of Rose in view of Campisano in this way since the 
unique merchant code links the transaction to a particular merchant (see at least col. 3, II. 33-52 of 
Duyck). 

Claim 107 - 

Rose in view of Campisano further in view of Duyck teach the method of claim 106 as described above. 
Campisano further disclose a method having the limitations of: 

• assembling a payment transaction record to include the bankcard data from the payment card 
system and the payment transaction data, and processing the payment transaction by the 
merchant gateway by submitting a payment transaction record to a prior art bankcard 
authorization network, (see at least Fig. 1, col. 2, II. 31-37; col. 2, I. 66 through col. 3, I. 10 of 
CampisanoJ 

The motivation for making this modification to the teachings of Rose is the same as that set forth above, 
in the rejection of Claim 106. 

Claim 108- 

Rose in view of Campisano further in view of Duyck teach the method of claim 106 as described above. 
Campisano further disclose a method having the limitations of: 

• having access to the payment card system by the customer; (see at least col. 3, II. 7-26, 45-66 of 
CampisanoJ 

• entering the bankcard data and self-selecting a CPIN for each of the bankcards of the customer, 
(see at least col. 3, II. 7-26, 45-66 ofCampisanoJ 

The motivation for making this modification to the teachings of Rose is the same as that set forth above, 
in the rejection of Claim 106. 

Response to Arguments 

16. Applicant's arguments with respect to claims 106-108 have been considered but are moot in view 
of the new ground(s) of rejection and are not persuasive for at least the following reasons: 
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1. The Examiner has pointed out particular references contained in the prior art of record within the 
body of this action for the convenience of the Applicant. Although the specified citations are 
representative of the teachings in the art and are applied to the specific limitations within the individual 
claim, other passages and figures may apply. Applicant, in preparing the response, should consider fully 
the entire reference as potentially teaching all or part of the claimed invention, as well as the context of 
the passage as taught by the prior art or disclosed by the Examiner. 

2. Examiner would like to point out that the Supreme Court in KSR International Co. v. Teleflex Inc. 
described seven rationales to support rejections under 35 U.S.C. 103: 

• Combining prior art elements according to known methods to yield predictable results; 

• Simple substitution of one known element for another to obtain predictable results; 

• Use of known technique to improve similar devices (methods, or products) in the same way; 

• Applying a known technique to a known device (method, or product) ready for improvement 
to yield predictable results; 

• "Obvious to try" -choosing from a finite number of identified, predictable solutions, with a 
reasonable expectation of success; 

• Known work in one field of endeavor may prompt variations of it for use in either the same 
field or a different one based on design incentives or other market forces if the variations 
would have been predictable to one of ordinary skill in the art; and 

• Some teaching, suggestion, or motivation in the prior art that would have led one of ordinary 
skill to modify the prior art reference or to combine prior art reference teachings to arrive at 
the claimed invention. 

3. Prior art is not limited just to the references being applied, but includes the understanding of one 
of ordinary skill in the art. The prior art reference (or references when combined) need not teach or 
suggest all the claim limitations; however, Office personnel must explain why the difference(s) between 
the prior art and the claimed invention would have been obvious to one of ordinary skill in the art. The 
"mere existence of differences between the prior art and an invention does not establish the invention's 
nonobviousness." see Dann v. Johnson, 425 U.S. 219, 230 (1976). 

4. With regard to Rose the Examiner respectfully points out col. 3, I. 26 through col. 4, I. 61 which is 

directed to ADDITIONAL CONSIDERATIONS. Rose teaches the following: 

"Ordinarily, when a customer makes a credit card purchase at a retail 
establishment, the establishment request confirmation of validity of the credit 
card from the issuer of the credit card. In doing so, the establishment is required 
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to identify itself, by providing its "store number," whereupon the establishment is 
given a transaction number, which is used to identify the purchase." 

"In one form of the invention, a conclusion is reached as to the identity of the 
customer. That, is when the customer provides a PIN which matches that 
associated with an account number stored in the database, the customer is 
deemed to be an authentic owner of that account. The conclusion can be either 
expressly acknowledged, as by a cashier stating, "Mr. Wilcox, your identity has 
been verified," or tactily acknowledged, by proceeding with the transaction, under 
the assumption that the customer is actually Mr. Wilcox." 

"The code contained within the magnetic stripe is actually a set of signals. This 
set of signals, when delivered to the card reader in FIG. 5B, and thence to 
database management software in FIG. 4, cause the software to fetch the 
account numbers and PINs, shown in FIG. 5D, which are associated with the 
code." 

"Thus the code acts as a key to unlock and release the account numbers and 
PINs. In principle, the code is no different than a key which unlocks a strongbox 
which contains the database in a paper format." 

5. With regard to Campisano the Examiner respectfully points out col. 2, I. 66 through col. 3, I. 10, 

col. 4, II. 6-10, 22-25, which is teaches the following: 

"The verification process is similar to that used to verify original credit card 
numbers and expiration dates. Once the number has been verified, the 
merchant processes the transaction and the credit card is charged in step 32. 
After the credit card has been charged, the transaction is complete." 

"A current card member is a person that already has a credit card account with 
the credit card company and is merely calling to activate their alias and select a 
PIN." 

"Consumers who have a plurality of credit cards have the option of selecting 
multiple PINs, each of which would correspond to a different credit card. When 
making a purchase, the cardholder need only provide the PIN corresponding to 
the card he or she wishes to charge the purchase on." 



"If the cardmember decides to destroy the plastic card and rely solely on the 
Cardless Payment System then the chances of the card being lost or stolen are 
practically zero." Thus, Campisano recognizes that an actual card can exist. 

"A single cardmemeber may have multiple PINs representing different credit 
cards. It would be possible to assign one PIN to their Visa card and another PIN 
to their Mastercard, both on the same phone number." 



6. Based on the above comments with respect to Rose and Campisano the Examiner disagrees 
with Applicants assessment of the references alone and in combination. Both references teach a "plastic 
card" with an "alias" and PINs for different financial accounts associated with that alias. As presented 
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above, Rose teaches an alternative which include using the card at a merchant site with a cashier in 

which the customer swipes his/her card and enters a PIN. Rose also teaches that the magnetic strip is 

embedded with a code which does not directly correspond to any account number of a credit account held 

by the owner and that the codes acts to unlock and release account numbers and the PINs in the 

database management software. Applicant states that Campisano does not authorize a transaction. The 

Examiner respectfully disagree with the assessment, as pointed out above Campisano teaches - 

"The verification process is similar to that used to verify original credit card 
numbers and expiration dates. Once the number has been verified, the 
merchant processes the transaction and the credit card is charged in step 32. 
After the credit card has been charged, the transaction is complete." 

and therefore teaches completing a transaction. 

In response to applicant's argument that there is no suggestion to combine the references, the examiner 
recognizes that obviousness can only be established by combining or modifying the teachings of the prior 
art to produce the claimed invention where there is some teaching, suggestion, or motivation to do so 
found either in the references themselves or in the knowledge generally available to one of ordinary skill 
in the art. See In re Fine, 837 F.2d 1071, 5 USPQ2d 1596 (Fed. Cir. 1988)and In re Jones, 958 F.2d 347, 
21 USPQ2d 1941 (Fed. Cir. 1992). In this case, the Examiner has addressed issues raised by Applicant 
above with respect to Rose and Campisano. 

In response to applicant's arguments against the references individually, one cannot show 
nonobviousness by attacking references individually where the rejections are based on combinations of 
references. See In re Keller, 642 F.2d413, 208 USPQ 871 (CCPA 1981); In re Merck & Co., 800 
F.2d 1091, 231 USPQ 375 (Fed. Cir. 1986). 

The fact that applicant has recognized another advantage which would flow naturally from following the 
suggestion of the prior art cannot be the basis for patentability when the differences would otherwise be 
obvious. See Ex parte Obiaya, 227 USPQ 58, 60 (Bd. Pat. App. & Inter. 1985). 
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Conclusion 

Applicant's amendment necessitated the new ground(s) of rejection presented in this Office 
action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). Applicant is reminded of 
the extension of time policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE MONTHS from 
the mailing date of this action. In the event a first reply is filed within TWO MONTHS of the mailing date 
of this final action and the advisory action is not mailed until after the end of the THREE-MONTH 
shortened statutory period, then the shortened statutory period will expire on the date the advisory action 
is mailed, and any extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later than SIX 
MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the examiner should 
be directed to SARAH M. MONFELDT whose telephone number is (571)270-1833. The examiner can 
normally be reached on Monday-Friday 7:30am-5:00pm (EST) ALT Fridays off. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor, 
Kambiz Abdi can be reached on (571)272-6702. The fax phone number for the organization where this 
application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent Application 
Information Retrieval (PAIR) system. Status information for published applications may be obtained from 
either Private PAIR or Public PAIR. Status information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic Business Center (EBC) 
at 866-217-9197 (toll-free). If you would like assistance from a USPTO Customer Service Representative 
or access to the automated information system, call 800-786-9199 (IN USA OR CANADA) or 571-272- 
1000. 

/Sarah M. Monfeldt/ /Kambiz Abdi/ 

Patent Examiner, AU 3692 Supervisory Patent Examiner, Art Unit 3692 

571-270-1833 



